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Interview Summary 

Application No. 

10/820,392 

Applicant(s) 
BRUBAKER, KAREN E. 

Examiner 

Tri M. Mai 

Art Unit 

3781 



All participants (applicant, applicant's representative, PTO personnel): 

U\ Tri M.Mai . (3) 

(2) Mr. Ken Campbell . (4) 


Date of Interview: 15 February 2007 . 

Type: a)^ Telephonic b)D Video Conference 

c)D Personal [copy given to: 1)D applicant 2)D applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes e)D No. 
If Yes, brief description: . 

Claim(s) discussed: 2. 

Identification of prior art discussed: of record . 

Agreement with respect to the claims f)D was reached. g)S was not reached. h)D N/A. 


Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: see attached . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims . 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet. 


Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 



Examiner's sign 


required 


U.S. Patent and Trademark Office 
PTOL-413(Rev. 04-03) 


Interview Summary 


Paper No. 20070215 


Summary of Record of Interview Requirements 


Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 

A complete written statement as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record in the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFR) § 1.133 Interviews 
Paragraph (b) 

In every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of the reasons presented at the interview as 
warranting favorable action must be filed by the applicant An interview does not remove the necessity for reply to Office action as specified in §§ 1.111, 1.135. (35 U.S.C. 1 32) 

37 CFR §1 .2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
Trademark Office is unnecessary. The action of the Patent and Trademark Office will be based exclusively on the written record in the Office. No attention will be paid to 
any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 


The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the application file, unless 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct material inaccuracies 
which bear directly on the question of patentability. 

Examiners must complete an Interview Summary Form for each interview held where a matter of substance has been discussed during the 
interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to restriction 
requirements for which interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining Procedure, or pointing 
out typographical errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate Interview Summary Record is required. 

The Interview Summary Form shall be given an appropriate Paper No., placed in the right hand portion of the file, and listed on the 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of the interview. In the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
either with or prior to the next official communication. If additional correspondence from the examiner is not likely before an allowance or if other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of the interview of each case. It 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation of the interview 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable items required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed, 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already described on the 
Interview Summary Form completed by the Examiner, 

5) a brief identification of the general thrust of the principal arguments presented to the examiner, 

(The identification of arguments need not be lengthy or elaborate. A verbatim or highly detailed description of the arguments is not 
required. The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to the 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 

6) a general indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK" on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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1 . This is a second interview after the Final rejection dated 1 1/03/06. During the first 
interview applicant requested no Interview Summary to be made of record. Applicant then wrote 
an email requesting an interview focusing on the use of the cover with a motorcycle rack. 


2. During this interview, the examiner explained that the claim 2 recites "cover for a 
motorcycle". The examiner noted that this is an intended use limitation. A recitation of the 
intended use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the claim, 
(see MPEP707.07(f)). 


3. The examiner also noted of the following quotation from MPEP. 21 1 1.02 (II) (emphasis 
added) 


PREAMBLE STATEMENTS RECITING PURPOSE OR INTENDEDUSE 

The claim preamble must be read in the context of the entire claim. The determination of 
whether preamble recitations are structural limitations or mere statements of purpose or use 
"can be resolved only on review of the entirety of the [record] to gain an understanding of 
what the inventors actually invented and intended to encompass by the claim. " Corning 
Glass Works, 868 F.2d at 1257, 9 USPQ2d at 1966. If the body of a claim fully and 
intrinsically sets forth all of the limitations of the claimed invention, and the preamble 
merely states, for example, the purpose or intended use of the invention, rather than any 
distinct definition of any of the claimed invention 's limitations, then the preamble is not 
considered a limitation and is of no significance to claim construction. Pitney Bowes, Inc. 
v. Hewlett-Packard Co., 182 F.3d 1298, 1305, 51 USPQ2dll61, 1165 (Fed. Cir. 

1999) . See also Rowe v. £>ror, 112 F3d 473, 478, 42 USPQ2d 1550, 1553 (Fed Cir. 
1997) ("where a patentee defines a structurally complete invention in the claim body and 
uses the preamble only to state a purpose or intended use for the invention, the preamble 
is not a claim limitation "); Kropa v. Robie, 187 F.2dat 152, 88 USPQ2dat 480-81 
(preamble is not a limitation where claim is directed to a product and the preamble 
merely recites a property inherent in an old product defined by the remainder of the 
lgljgjn?)jf^ i ■ ' " 

2000) (holding that the preamble phrase "which provides improved playing and handling 
characteristics " in a claim drawn to a head for a lacrosse stick was not a claim limitation). 
Compare Jansen v. Rexall Sundown, Inc., 342 F.3d 1329, 1333-34, 68 USPQ2d 

1154, 1158 (Fed. Cir. 2003) (In a claim directed to a method of treating or preventing 
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pernicious anemia in humans by administering a certain vitamin preparation to "a human in 
need thereof, " the court held that the preamble is not merely a statement of effect that may 
or may not be desired or appreciated, but rather is a statement of the intentional purpose 
for which the method must be performed. Thus the claim is properly interpreted to mean 
that the vitamin preparation must be administered to a human with a recognized need to 
treat or prevent pernicious anemia.); In re Cruciferous Sprout Litig, 301 F.3d 1343, 
1346-48, 64 USPQ2d 1202, 1204-05 (Fed Cir. 2002) (A claim at issue was directed 
to a method of preparing a food rich in glucosinolates wherein cruciferous sprouts are 
harvested prior to the 2-leaf stage. The court held that the preamble phrase "rich in 
glucosinolates" helps define the claimed invention, as evidenced by the specification and 
prosecution history, and thus is a limitation of the claim (although the claim was 
anticipated by prior art that produced sprouts inherently "rich in glucosinolates ")). 
During examination, statements in the preamble reciting the purpose or intended use of 
the claimed invention must be evaluated to determine whether the recited purpose or 
intended use results in a structural difference (or, in the case of process claims, 
manipulative difference) between the claimed invention and the prior art. If so, the 
recitation serves to limit the claim. See, e.g., In re Otto, 312 F.2d 937, 938, 136 USFQ 
458, 459 (CCPA 1963) (The claims were directed to a core member for hair curlers and 
a process of making a core member for hair curlers. Court held that the intended use of 
hair curling was of no significance to the structure and process of making.); In re Sinex, 
309 F2d 488, 492, 135 USPQ 302, 305 (CCPA 1962) (statement of intended use in 
an apparatus claim did not distinguish over the prior art apparatus). If a prior art structure 
is capable of performing the intended use as recited In the preamble, then it meets the 
clainu See, e.g., In re Schreiber, 128 F.3d 1473, 1477, 44 USPQ2d 1429, 1431 (Fed. 
Cir. 1997) (anticipation rejection affirmed based on Board's factual finding that the 
reference dispenser (a spout disclosed as useful for purposes such as dispensing oil from 
an oil can) would be capable of dispensing popcorn in the manner set forth in appellant 's 
claim 1 (a dispensing top for dispensing popcorn in a specified manner)) and cases cited 
therein. 

4. Applicant also asserts that design patents cannot be used as prior art. Applicant is noted 
of the following quotations from MPEP 2125Drawings as Prior Art (emphasis added) 
DRAWINGS CAN BE USED AS PRIOR ART 

Drawings and pictures can anticipate claims if they clearly show the structure which is 
claimed. In re Mraz, 455 F2d 1069, 173 USPQ 25 (CCPA 1972). However, the 
picture must show all the claimed structural features and how they are put together. 
Jockmus v. Leviton, 28 F. 2d 812 (2d Cir. 1928). The origin of the drawing is 
immaterial. For instance, drawings in a design patent can anticipate or make obvious the 
claimed invention as can drawings in utility patents. When the reference is a utility patent, it 
does not matter that the feature shown is unintended or unexplained in the specification. 
The drawings must be evaluated for what they reasonably disclose and suggest to one of 
ordinary skill in the art. In re Aslanian, 590 F.2d 911, 200 USPQ 500 (CCPA 1979). 

disclosures. " 


Application/Control Number: 10/820,392 Page 4 

Art Unit: 3781 

5. Hereafter, the examiner requests that all communications must be done by official 
correspondence writing. 


Mai, Tri 


Sent: 

To: 

Cc: 


Subject: 


From: 


Ken Campbell [affordablepatents@hotmail.com] 
Monday, February 12, 2007 5:54 PM 
Mai, Tri 

affordablepatents@hotmail.com 
App# 10/820,392 


Hello Mr. Mai, 

Regarding your position in your final office action for Application 
#10/820,392, I would like to conduct a telephone interview with you. If 
your position has not changed, I intend to bring section 2143.03 of the MPEP 
to your attention. All claim limitations must be taught... [in any single 
reference] . 

Again, nothing you referenced speaks to a motorcycle rack, which is a 
specific claim element. 

If you decide to contact me by phone, please call me between the hours of 
12-3pm EST tomorrow at 

916-283-4332 

Thank you, 

Ken Campbell 


Valentine's Day — Shop for gifts that spell L-O-V-E at MSN Shopping 

http: //shopping. msn.com/content /shp/?ctld=8323, ptnrid=37,ptnrdata=2 4 095&tcode=wlmtagline 
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